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Application Papers 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tfie fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 
10/20/2006 has been entered. 



Rejection Witiidrawn 

2. Claims 1 ,3, 5-6, 1 1 ,13, 15 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Casagrande (6322655) made in the Office Action of 2/21/2006 and 

maintained in the last Office Action of 7/28/2006 has been withdrawn in view of the 
amendment filed on 10/20/2006. 

3. Claims 4, 7- 10 and 17-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Casagrande in view of Fischer (5736212) made in the Office Action 

of 2/21/2006 and maintained in the last Office Action of 7/28/2006 has been withdrawn 
in view of the amendment. 

4. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Casagrande made in the Office Action of 2/21/2006 and maintained in the last Office 

Action of 7/28/2006 has been withdrawn in view of the amendment. 
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5. Claim 23 is rejected under 35 U.S.C. 112, first paragraph, made in the last Office 
Action has been withdrawn in view of the amendment. 

6. Claims 22-24 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Casagrande (6322655) made in the last Office Action has been withdrawn in view of 
the amendment. 

Response to Arguments 

7. Applicant's arguments with respect to claims 1-20 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §112 

8. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which It pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

9. Claims 1-20, 22, 24 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Claims 1 , 14, 22 and 24, the phrase "on at least three sides" is found to be new matter 
because the specification fails to provide support for said phrase and the drawings fails 
show said three sides of the tab as the tab appears to have a curved shape like a D- 
shape. 



Application/Control Number: 1 0/81 7,543 Page 4 

Art Unit: 1772 

Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
fomn the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an International application filed under the treaty defined In section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

11. Claims 1, 3, 5-6. 11,13-15, 22-24, 26-27 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Casagrande (6322655). 

Casagrande relates to a business form (21 ) having a removable integrated card or label 
(47), and a method of making the same. The business form structure comprises a base 
layer (33), a liner layer (37) with adhesive (35) on its upper surface securing the liner to 
the base layer and a backing layer (43) adhesively (41) adhered to the liner layer. The 
liner is a transparent film (col. 9, line 9). As shown in figure-2, the structure is cut 
peripherally to form a card laminate with the die-cut (45) extending through the base 
layer and the liner layer. The carrier has printed information on both the major surfaces 
(abstract and col. 15, lines 46-47). The cut shape is rectangular (col. 1 1 , lines 1-4). The 
die-cut can be perforations (col. 9, lines 36-37) which would include the presence of 
bridges. Further, figure-8 shows the presence of an integrated tab (150) comprising a 
portion of the base layer and being coextensive with the integrated portion. The tab is 
defined by a periphery of a second die-cut (146) that extend substantially through the 
base layer, so that the liner at least partially maintains the tab against unintentional 
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removal from the form (col. 12, lines 34-39, wherein it is mentioned that the cut 146 is a 
substantial continuous which is interpreted to include a bridge or hinge). The tab is 
surrounded on at least three sides by the integrated removable portion (figure-8). 
Casagrande also teaches a method of making comprising providing a base layer, 
adhesively securing a liner layer to the base layer, fonning a card by plurality of spaced 
die-cuts or perforations through the base and the liner layers, and making a second die- 
cut to fonm the integrated removable tab coextensive with the integrated portion. 
The base would have a greater affinity for retaining the adhesive (130) than the liner 
layer because of the presence of the release layer (134) in-between. 
The form is provided with a plurality of portions (34, 150). 

The intended use phrases such as "removable", "for retaining", "when the tab is at least 
partially removed", etc. have not been given any patentable weight because said 
phrases are not found to be of positive limitation. 

For claim 22, the figure-8 of Casagrande shows that the tab is surrounded by the 
integrated removable portion, including on at least three sides. 
For claims 23 and 24, Casagrande teaches, in col. 12, lines 34-39, the provision of a 
hinge to partially connect the tab to the removable portion as explained hereinabove. 
Claims 26 and 27 have also been explained hereinabove. 

Claim Rejections - 35 USC § 103 

1 2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. Claims 4, 7- 10 and 17-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Casagrande in view of Fisclier (5736212), 

Casagrande. as discussed above, fails to teacli that there is a cut-out which is located 
adjacent to the periphery of the die-cut. Fischer discloses a business form (1 ) with 
integrated card (3) and a semi-arcuate cut-out (8) located adjacent to the die-cut 
perimeter and extending through the layers as shown in figure-13 (col. 6, lines 36-41). 
Therefore, it would have been obvious to one having ordinary skill in the art to utilize 
Fischer's teaching of providing a cut-out adjacent to the periphery of the die-cut 
integrated card in the invention of Casagrande with the motivation to assist in removing 
from the business form. 

Further, Fischer teaches that the liner layer can have prints on the side facing the base 
layer (col. 3, lines 22-27). 

14. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Casagrande. 

Casagrande, as discussed above, fails to teach presence of a plurality of tabs with the 
Integrated portion. It would have been obvious to one having ordinary skill in the art at 
the time the Invention was made to modify Casagrande by providing a plurality of tabs 
with the Integrated portions for additional infonnation display, since it has been held that 
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mere duplication of the essential working parts parts of a device involves only routine 
skill in the art. St Regis Paper co. v, Bemis Co., 193 USPQ 8. 

Response to Arguments 

1 5. Applicant's arguments filed 10/20/2006 have been fully considered but they are 
not persuasive. 

Applicant argues that noe of the references disclose an integrated tab comprising a 
portion of the base layer and being surrounded on at least three sides by the integrated 
removable portion. This is not found to be convincing because, as explained above, the 
phrase "at least three sides" is found to be new matter for reasons as explained above. 
As for claim 23 reciting "a hinge", applicant is directed to Casagrande, col. 12, lines 34- 
39, wherein it is mentioned that the die-cut 146 is a substantially continuous cut (and 
hence, is not a completely continuous cut) and thus, would have a hinge to partially 
connect the tab to the integrated removable portion as claimed. 

AUowable Subject Matter 

16. . Claims 21 and 25 allowed. 

17. Claims 2 and 16 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

The prior art fails to teach that the backing layer has lesser affinity for retaining adhesive 
than the liner layer. 



Application/Control Number: 10/817,543 Page 8 

Art Unit: 1772 

Conclusion 

Any inquiry concerning this communication or earlier communications from tfie 
examiner should be directed to Nasser Ahmad whose telephone number is 571-272- 
1487. The examiner can normally be reached on 7:30 AM to 5:00 PM, and on alternate 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on 571-272-1498. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Infomiation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Nasser Ahmad >} ^nif 
Primary Examiner 
Art Unit 1772 

N. Ahmad. 
January 8, 2007. 



